Amendment under 37 C.F.R. § 1.111 
Application No. 10/680,141 

REMARKS 

Claims 19 and 20, all the claims pending in the application, stand rejected. Applicants 
note for the Examiner's reference that the Office Action Summary incorrectly lists the pending 
claims as 20 and 21 . Correction is requested. 

Priority Claim 

The Examiner has not acknowledged the claim to priority and the certified copies of the 
priority documents that were filed in the parent application. Applicants respectfully request that 
the Examiner acknowledge receipt of those documents. 

Claim Rejections - 35 U.S.C. §103 
Claims 19 and 20 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Rowe et al (6,676,522). This rejection is traversed for at least the following reasons. 

As a preliminary matter, Applicants wish to note that the Applicants have filed a claim to 
priority in the present application (through the parent case 09/903,574) and that Applicants are 
thus entitled to an effective filing date of August 2, 2000. Rowe et al was issued on the basis of 
an application with a U.S. filing date of June 15, 2001, well after the priority date of the present 
application. Thus, with out proof that Rowe et al has an effective 35 U.S.C. § 102(e) date earlier 
than August 2, 2000, the rejection should be overcome. 

Applicants note, however, that the Rowe et al patent claims domestic priority from USSN 
09/544,884, which has a U.S. filing date of April 7, 2000, a date earlier than Applicants' earliest 
filing date. Nonetheless, Applicants further note that the Rowe et al patent is a CIP of the '844 
Application, thereby indicating that the disclosure of Rowe et al differs from the earlier 
application. The Examiner has not provided any indication of what subject matter in Rowe et al 
is entitled to the earlier date, and what is entitled to only the later date. Applicants respectfully 
request that the rejection be withdrawn unless the Examiner satisfies his burden of providing 
Applicants with a copy of the priority application or an indication of what text in Rowe et al is 
entitled to the earlier date. 
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Applicants also submit that a response on a substantive level demonstrates that the 
presently claimed invention is patentable. 

The Invention 

The application discloses an overall game distribution system having a portable terminal 
apparatus 100 that communicates via a communications network 400 with one or more servers in 
the form of a game execution support apparatus 300 and ringing melody distribution apparatus 
200. According to the system, the portable terminal apparatus 100 can access the server and 
download from the game execution support apparatus 300 an operation program required for 
executing a game, as well as other information related to selectable ringing melodies. Thus, a 
focus of the disclosure is on the ability of the portable terminal apparatus to obtain both an 
operation program for a game as well as additional game enhancing information that is uniquely 
related to the portable terminal apparatus, such as ringing information for a portable cellular 
telephone. 

As described at pages 18-19, an operation program may be obtained by a portable 
terminal apparatus in accordance with the process illustrated in Fig. 13. First, the portable 
terminal apparatus 100 transmits an operation program distribution request to the game execution 
support apparatus 300 (SI 300). Then, the game execution support apparatus 300 distributes the 
game information to the portable terminal game apparatus 100 in step S1302. The processing 
section 1 10 of the portable terminal apparatus stores the operation program in an area 160 as well 
as table information, including melody registration information, of the type illustrated in Figs. 6, 
7 and 9. As explained at pages 14-16, the contents of the tables, including ringing melody 
registration table 151, may be displayed in the form of a list during operation of the game. The 
tables may be populated with ringing melody information that is selectable by the operator of the 
portable terminal apparatus for use in connection with the game according to the distribution 
operation as disclosed at pages 17-18 with respect to the process of Fig. 11. This is a registration 
process in which ringing melody information, including ID, title and melody, may be distributed 
by requests to the portable terminal apparatus. 
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On the basis of downloaded game operation programming and melody information, the 
game may be operated in accordance with the flow chart illustrated in Fig. 14, as described 
beginning at page 19. As contemplated, a registered list of ringing melodies may be accessed 
during the course of the game, such that the melody may provide background music or sounds 
that have been selected by the operator. This enhances the enjoyment and attractiveness of the 
game to the operator. 

Claim 19 is directed to the game execution support apparatus 300. With reference to Fig. 
2, the claimed apparatus includes a distributor (processing section 310 and related transmission 
apparatus-not illustrated) that responds to a request from the portable terminal apparatus. Game 
information, including a game operation program required for enabling execution of a game, is 
transmitted from the game execution support apparatus to the portable terminal apparatus. Thus, 
a desired game may be transmitted upon request to a cell phone or play on demand, thereby 
avoiding the need to store multiple game programs in the cell phone memory. The claim also 
requires a receiver, which is not illustrated in any figure, that receives a control signal from the 
portable terminal apparatus. The control signal commands the distributor to provide requested 
game operation programs and other information via network 400 to the portable terminal 
apparatus. The game information, according to claim 19, may further include music data which 
has been selected in accordance with an instruction. 

The music data relates to the ringing melody list that has been registered at the portable 
unit. In operation, as explained at page 24 with respect to Figs. 19a and 19b, the processing 
section as a result of receipt of the control signal, the processing section 310 enables distribution 
of an item to the portable terminal apparatus 100. As a result, game production is effected in 
accordance with a ringing melody. 

Rowe et al 

Turning next to the disclosure in Rowe et al, the patent concerns a gaming system 
including hand-held portable gaming devices that are capable of receiving and sending 
information with respect to a remote device or location. A game server generates game data and 
transmits the game data to the portable game device and receives information, such as player 
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input, from the portable gaming device. As illustrated in Fig. 1, the system includes portable 
gaming device 24 which communicates by a wireless link 72 to plural units in the form of 
transceivers (62, 64, 66, 68) that are coupled to various servers (26, 28, 30, 32) where one or 
more games are presented via the PGD 24 to the player by the gaming server 28 (col. 3, lines 51- 
55). Figure 3 illustrates the PGD 24 and a block diagram of the game and service system which 
may be implemented by the gaming system 20 of Fig. 1. The PGD 24 interfaces with a wide 
variety of services through interfaces 106, including game play interface 137 (col. 5, line 25-col. 
10, line 47). 

Notably, the Rowe et al invention is focused on a system in which the game information 
is resident only in the server and not in the portable units, as presently claimed . In short, there is 
no distribution of game operation program required for enabling execution of a game, as set forth 
in claim 19. Rowe et al explains at col. 10, line 48 that the gaming control code is not resident at 
the PGD 24 , but instead at a secure remote server. It is specifically intended that storage of the 
gaming software at the PGD 24 be avoided so that copying or tampering is not possible. Given 
this focus of Rowe et al, the claimed invention is clearly distinguishable from the invention. 
There is no teaching or suggestion that the server in the Rowe et al system may act as a 
distributor which distributes game information including a game operation program. 

Moreover, there is also no teaching or suggestion that the game information used for a 
game may correspond to music data that has been selected in accordance with an instruction. 
Such feature permits the operator of a remote device, such as a cellular telephone, to enjoy 
selected music data, including ringing melodies, during the course of game play. Nothing of the 
sort is considered in the prior art and as the distinguishing feature emphasized by the Applicant. 

Indeed, Applicants note that the Examiner admits that Rowe fails to disclose game 
information corresponding to music data, as recited in claim 19, and fails to disclose that the 
music data is based on at least one ringing melody, as set forth in claim 20. The Examiner 
attempts to assert that setting game information to correspond to music data is a matter of design 
choice. Moreover, the Examiner asserts that it is well known that gaming machines are 
configured to provide game related audio data. However, the Examiner is using impermissible 
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hindsight to assert that the specifically recited feature of the invention, namely selectable 
arrangement of music data in accordance with the play of a game on a portable unit, is not found 
in the prior art. 

Finally, upon reviewing the claim, Applicants noted that some clarification may be useful 
in order to clearly emphasize the feature of the invention. Applicants also added new dependent 
claims that emphasize other features of the invention. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 
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